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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In re Registration No. 6,155,556

Filed: Jan. 30, 2020

Registration Issued: Sept. 15, 2020

For Mark: NEW YORK CITYFOOD TRUCK ASSOCIATION

NYFTA, INC.,
Cancellation No. 92075370

Petitioner,
V.

JOSH GATEWOOD,

Registrant.

Commissioner for Trademarks

Attn: Trademark Trial and Appeal Board
P.O. Box 1451

Alexandra, VA 22313-1451

ANSWER AND COUNTERCLAIMS

NYCFTA, Inc. (“Registrant”), registrargnd owner by assignment of Reg. No. 6,155,556
(Ex. A), and named respondent Josh Gatewbetkby respectfully file this Answer and
Counterclaims to the Petition for Cancellation tithen for Cancellation” or‘Petition”) filed by
NYFTA, Inc. (“Petitioner”).

JURISDICTION & PARTIES

1. Registrant admits that plibrecords reflect that Petitioner was issued the U.S.
Trademark Registrations cited in paragraph thefPetition for Cancellation, but has insufficient
information upon which to base a response taehgining allegations contained in paragraph 1

and therefore denies.



2. Registrant admits that public records reflect that Petitioner filed the U.S.
Trademark Application cited iparagraph 2 of the Petition f@ancellation, but has insufficient
information upon which to base a response taehgining allegations contained in paragraph 2

and therefore denies.

3. Registrant admits the allegations conéal in paragraph 3 of the Petition for
Cancellation.

4. Registrant denies the ajjations contained in paragraph 4 of the Petition for
cancellation.

COUNT I - LIKELIHOOD OF CONFUSION

5. Respondent restates and imparates by reference ismswers to Paragraphs 1

through 4 as if fully set forth herein.

6. Registrant denies the ajjations contained in paragraph 6 of the Petition for

Cancellation.

7. Registrant denies the aliations contained in paragraph 7 of the Petition for

Cancellation.

8. Registrant states that the allegatioastained in paragraphof the Petition are
conclusions of law to which no responsive plegds required. To thextent any response is

required, Registrant denies Petitioner’'s chamations of law comiined in paragraph 8.



9. Registrant states that the allegatioastained in paragraphof the Petition are
conclusions of law to which no responsive plegds required. To the extent any response is

required, Registrant denies Petitioner’s chamawations of law comtined in paragraph 9.

10. Registrant denies the ajjations contained in paragh 10 of the Petition for
Cancellation, except admits only that USPTCores show that U.S. Trademark Registration
No. 6,155,556, for NEW YORK CITY¥OOD TRUCK ASSOCATIONowned by Registrant,
has a goods and services dgsaon for “Business developmeoonsulting services; Business
management consulting; Business marketmgsalting services; Orgéation of events,
exhibitions, fairs and showsrfcommercial, promotional arativertising purposes; Promoting
the interests of food truck awers by means of public acvaxy; Providing marketing and

promotion of special events” in Class 35.

11. Registrant denies the aljations contained in paragh 11 of the Petition for

Cancellation.

12.  Registrant states that the allegations am®&d in paragraph 12 of the Petition are
conclusions of law to which no responsive plegds required. To the extent any response is

required, Registrant denies Petitioner’'s cham@ations of law comiined in paragraph 12.

13. Registrant denies the ajjations contained in paragh 13 of the Petition for

Cancellation.

14. Registrant denies the aljations contained in paragh 14 of the Petition for

Cancellation.



15. Registrant denies the ajjations contained in paragh 15 of the Petition for

Cancellation.

16. Registrant denies the ajjations contained in paragh 16 of the Petition for

Cancellation.

17. Registrant denies the ajjations contained in paragh 17 of the Petition for

Cancellation.

18. Registrant denies the ajjations contained in paragh 18 of the Petition for

Cancellation.

19. Registrant states that the allegations am@d in paragraph 19 of the Petition are
conclusions of law to which no responsive plegds required. To the extent any response is

required, Registrant denies Petitioner’s charaagons of law contained in paragraph 19.

20. Registrant denies the ajjations contained in paragrh 20 of the Petition for

Cancellation.

AFFIRMATIVE DEFENSES

Registrant alleges and asserts the follmndefenses in response to Petitioner’s
allegations, undertaking the burdef proof only as to those defenses deemed affirmative
defenses by law, regardless of how such defesrgedenominated herein. In addition to the
defenses described below, Registrspecifically reserves all righto allege additional defenses

that become known, including thrglu the course of discovery.



FIRST AFFIRMATIVE DEFENSE

Petitioner is not entitled to lref because Registrant owpsor rights in its NEW YORK
CITY FOOD TRUCK ASSOCIATON Mark (Registration No. 6,155,556). On information and
belief, any use by Petitioner of “NEW YORKOOD TRUCK ASSOCIATION” occurred after
the applicant began use, and thus establislaeémark rights to, tlidEW YORK CITY FOOD
TRUCK ASSOCIATION mark. Accordingly, any aied trademark rights that Petitioner has in
its alleged NEW YORK FOOD TRUCK ASSDATION Family of Marks (Reg. Nos.
5,926,547, 6,040,639; 6,040,640; 5,998,864 and 5,998,863) aretuin@ superior rights of

Registrant and thus, Petitionemist entitled to relief here.

SECOND AFFIRMATIVE DEFENSE

Petitioner’s claims are barred by the doctrine of unclean hands. Petitioner failed to disclose
to the USPTO at the time the applications weralftleat it was not the first user in time of the
NEW YORK FOOD TRUCK ASSOCIATION Haily of Marks (Reg. Nos. 5,926,547; 6,040,639;
6,040,640; 5,998,864 and 5,998,863) marks in connectitimitsigoods and seopes. Petitioner
also knowingly filed an applicatn for a series of marks thatadeceptively misdescriptive.

THIRD AFFIRMATIVE DEFENSE

Petitioner’s claims are barred by the doctrinérafid. Petitioner failed to disclose to the
USPTO at the time the applications were filed thatas not the first user in time of the NEW
YORK FOOD TRUCK ASSOCIATION Familpf Marks (Reg. Nos. 5,926,547; 6,040,639;
6,040,640; 5,998,864 and 5,998,863) marks in connectiontwitjfpods and services. Petitioner

also knowingly filed an applicatn for a series of marks thaeadeceptively misdescriptive.



COUNTERCLAIM FOR CANCELLATION

NYCFTA, Inc., registrant and owner by assignment of Reg. No. 6,155,556, and named
respondent Josh Gatewood respélticounterclaim for cancellatn of Petitioner's marks (Reg.
No. 6,040,640, Reg. No. 6,040,639, Reg. No. 5,926,547, Reg. No. 5,998,864, and Reg. No.

5,998,863).

JURISDICTION & PARTIES

1. NYCFTA, Inc., a New York not-for-profit aporation, is the mgistrant and owner
by assignment of Reg. No. 6,155,556 far MEW YORK CITY FOOD TRUCK

ASSOCIATION at issue in this cancellation proceeding.

2. Josh Gatewood an individual and President of NYCFTA, Inc., is the named

respondent in this cancellation proceeding.

3. NYFTA, Inc., a New York corporation onformation and belief, is reflected in
public records as the registrant anchewof Reg. No. 6,040,640, Reg. No. 6,040,639, Reg. No.

5,926,547, Reg. No. 5,998,864, and Reg. No. 5,998,863.

COUNT I - DESCRIPTIVE MARKS

4, Counterclaimants incorporate by refererand reallege herein paragraphs 1

through 3 of this Counterclaim.

5. Petitioner does not own valid trademaights in its claimed NEW YORK FOOD
TRUCK ASSOCIATION-formative Marks on the Pdipal Register listethelow in Schedule A
(Reg. Nos. 5,926,547, 6,040,639; 6,040,640) (“Petitionerfcipal Register Marks”) due to the

merely descriptive nature of marks.



Schedule A - Petitioner’sPrincipal Register Marks

Mark Registration Goods and Services Date of First Use
No. Description
7 ) Reg. No. Class 43. Providing of food| 20160928
_‘F A 6,040,640 and drink via a mobile truck.
NYFTA NEW
YORK FOOD
TRUCK
ASSOCIATION
A Reg. No. Class 43. Providing of food| 20160928
& 6,040,639 and drink via a mobile truck.
NYFTA
NYFTA Reg. No. Class 43. Providing of food| 20160928
5,926,547 and drink via a mobile truck.
6. A mark is considered merely descri@iif it describes amgredient, quality,

characteristic, function, feature, purposeuse of the specified goods or services.

7. An acronym is considered descriptive whba wording it stands for is merely

descriptive of the goods orrseces, and the acronym oiitialism is readily understood by

relevant purchasers to be “substantially synooysii with the merely descriptive wording it

represents.

8. Reg. No. 5,926,547, cited by Petitioner ie Petition for Cancellation and which

public records reflect is ownday Petitioner, is the acronynNYFTA,” which refers to NEW

YORK FOOD TRUCK ASSOCIATON, Petitioner's company.




9. Reg. Nos. 6,040,639 and 6,040,640, cited kitiBeer in tre Petition for
Cancellation and which public records reflact owned by Petitioneaye circular logos
containing the NYFTA acronym and a graphic dépn of a food truck, both referring to
Petitioner’'s company. In the case of REQ. 6,040,640, the logo mark contains the words

NEW YORK FOOD TRUCK ASSOCIATION.

10.  Petitioner purports to engage in swdmmercial activities in connection with
Petitioner’s Principal Register Mes such as “providing of food and drink via a mobile truck,”
as contained in paragraphs 1, 2, and 7 oP#gtdion for Cancellation. Petitioner’s business

operations are located in, and occur in, New York.

11.  Thus, Petitioner's Principal Registelarks, through their literal wording,
acronyms, and imagery, directly describe tnection and purpose of Petitioner’'s commercial
activities, as alleged and desad by Petitioner, and are noigdble for registration on the

Principal Register.

12.  Petitioner is not entitled to trademarlofection for Petitiones Principal Register

Marks, and such marks should be cancelled.

COUNT Il - DECEPTIVELY MISDESCRIPTIVE MARKS

13.  Counterclaimants incorporate by refererand reallege herein paragraphs 1

through 12 of this Counterclaim.

14.  Section 2(e)(1) of the TrademarktAd5 U.S.C. 81052(e)(1), prohibits
registration of designations theate deceptively misdescriptive thfe goods or services to which

they are applied.



15.  Aterm that conveys an immediate ideanfingredient, quality, characteristic,
function, or feature of the goods services with which it issed is merely descriptivéf a term
immediately conveys such an idea but the idéalse, although plausie) then the term is

deceptively misdescriptive and is unregistrable under §2(e)(1).

16. If the misdescription represented by the mark is material to the decision to
purchase the goods or use the services, then thermsst be refused registration under 82(a) of

the Trademark Act, 15 U.S.C. §1052(a).

17.  Petitioner has registered a familyraarks based on the words NEW YORK
FOOD TRUCK ASSOCIATION and its acronym NYRTor use in connection with “providing
of food and drink via mobile truck” on bothetiPrincipal Register (“Petitioner’s Principal
Register Marks”) listed on &edule A and on the Supplemental Register (Reg. Nos. 5,998,864

and 5,998,863) (“Petitioner’'s SupplementabReer Marks”) listed on Schedule B.

Schedule B - Petitioner’s Supplemental Register Marks

Mark Registration No. Goods and Services| Date of First Use
Description

Reg. No. 5,998,864 Class 43. Providing 20160928
N_EW !&!S.!E of food and drink via
a mobile truck.

NEW YORK FOOD | Reg. No. 5,998,863 Class 43. Providing 20160928
TRUCK of food and drink via
ASSOCIATION a mobile truck.




18.  Petitioner offers commercial booking services for a number of third party food
trucks in the New York City area. Petitioreailects advertising revenue and commission fees
through for-profit marketing, promotional, andegn-planning activities, while, on information
and belief, misrepresenting itself through its name and advenistgyials as an “association”

that serves the interests of food truck “members.”

19.  Such characterizations are misleading iamgroper as they suggest to consumers
that Petitioner operates a trade associati@tmcate for and benefit its member constituents,

when in fact, on information and belief, Petitioner does not.

20.  Petitioner’s family of marks is merely descriptive of its atg, and through the
use of the word “association,” deceptively misdiggie of its activities. This misdescription is
material to an event purchaser’s decision to Hookl trucks through Péitbner’s services, and a
food truck’s decision to affiliateself with an organization purpanty to serve its best interests.
Thus, Petitioner is rieentitled to trademark proteoti for its alleged NEW YORK FOOD
TRUCK ASSOCIATION-formative marks on eithétre Principal or Supplemental Registers,

and such family of nt&s should be cancelled.

COUNT IIl - PRIORITY

21.  Counterclaimants incorporate by refererand reallege herein paragraphs 1

through 20 of this Counterclaim.

22.  Section 2(d) of the Trademark Act, 153.,C. 81052(d), prohibitsgistration of a
trademark that consists of or comprises akmhich so resembles a mark or trade name

previously used in the United States by ano#mel not abandoned, as to be likely, when used on

10



or in connection with the goods of the applicantzause confusion, or to cause mistake, or to

deceive.

23.  Petitioner’s Principal Register Markstd$erth on Schedule A, and Petitioner’s
Supplemental Register Marks set forth on $icitee B, so resemble the NEW YORK CITY
FOOD TRUCK ASSOCIATION mark previously @8 by another in the United States and not
abandoned, as to be likely, when used on @oimection with the goods of the applicant, to

cause confusion, or to causestake, or to deceive.

24.  As stated in its goods and services dgsion for its Principal and Secondary
Register Marks, Petitioner alleges and desesritsIf as engaging ffproviding of food and
drink via a mobile truck.” Petiner also falsely claims in its marketing materials that it engages
in association activitiesPetitioner offers commercial baok services for a number of third
party food trucks in the New York City areRetitioner collectsavertising revenue and

commission fees through for-profit marketingpmotional, and event-planning activities.

25.  As stated in its goods and serviceEscription for Reg. No. 6,155,556, Registrant
offers “Business developmendnsulting services; Business magement consulting; Business
marketing consulting service®rganization of events, exjitions, fairs and shows for
commercial, promotional and advertising purposgemoting the interests of food truck owners

by means of public advocacy; Providing marketing and promotion of special events.”

26. Petitioner itself in its Petition for @aellation contendthat “Respondent’s
services are related to Petitioner’s service$os#t in Petitioner's Regtrations and Application

in Class 43" and “Respondent’s services are dirgethted and lead toehnevitable conclusion

11



that the services sold at Resdent’s establishments likedpme from the same source as

Petitioner.”

27.  Upon information and belief, Petitionerddnot begin to usi,s marks Reg. No.
6,040,640, Reg. No. 6,040,639, Reg. No. 5,926,547, Reg. No. 5,998,864, and Reg. No.

5,998,863, in commerce earlier than late 2016.

28. The name NEW YORK CITY FOODRUCK ASSOCIATION and the acronym
NYCFTA have been in continuous use in commerd@énUnited States sineg least as early as
Spring 2016 by the registraand/or applicant for Reg. No. 6,155,556 in connection with
fundraising, charitable giving, goorate partnerships, advogaand community development
efforts, vendor representation, and negotiatigrido government regulations for a group of

third party trucks.

29. Thus, Petitioner is not entitled to tradenk protection for it$rincipal Register
Marks set forth on Schedule A and its Supplenidgister Marks set forth on Schedule B, and

such family of marks should be a@atled on the basis of priority.

COUNT IV - FRAUD

30. Counterclaimants incorporate by refezerand reallege herein paragraphs 1

through 29 of this Counterclaim.

31. 15 U.S.C. 8120 states that “Any person wha#procure registration in the
Patent and Trademark Office of a mark by a falsgaudulent declaratioor representation, oral
or in writing, or by any false means, shall able in a civil action by any person injured thereby

for any damages sustained in consequence thereof.”

12



32.  Petitioner knowingly filed an applicatidor trademark registration asserting first-
in-time rights for its marks listed as PetitiorsePrincipal Register M&s on Schedule A and as
Petitioner’'s Supplemental Registdarks on Schedule B, despite awness that the applications
thereto consisted or comprised of marks Wwtso resembled Regisirégs NEW YORK CITY
FOOD TRUCK ASSOCIATION and NYCFTA marksshich were previously used in the
United States and not abandonedoase likely, when used on or in commerce with the goods of

Petitioner, to cause confusion, orcdause mistake, or to deceive.

33.  Such prior use of RegistranNEW YORK CITY FOOD TRUCK
ASSOCIATION and NYCFTA marks was open, obvipasd known to Petitiomat the time of
filing of the applications for Petitioner’s Paipal Register Marksral Supplemental Register
Marks. On information and belief, Petitioner was aware of such prior use as Petitioner, on the
one hand, and Registrant and Josh Gatewootheoather, are well known industry players in

the food truck industry in New Yk and New York City.

34. Thus, Petitioner is not entitled t@attemark protection for its alleged NEW
YORK FOOD TRUCK ASSOCIATION family omarks, and has committed fraud on the
USPTO by filing applications for marks assegtmwnership and first @sin U.S. commerce,

whilst knowingly being a second-in-time user.

13



PRAYER FOR RELIEF

WHEREFORE, Registrantgeests the following relief:

A. That the Trademark Trial and Appéxdard dismiss the Petition for Cancellation
with prejudice;

B. That the Trademark Trial and Appeal Board cancel Petitioner's Marks as listed as
Petitioner’s Principal Registéarks on Schedule A and as Petitioner’s Supplemental Register
Marks on Schedule B; and

C. For any other relief the Board deems appropriate.

Dated: December 11, 2020
Respectfully submitted,

NYCFTA, INC. JOSH GATEWOOQOD

/sl David N. Draper /slJosh Gatewood

David N. Draper JoshGatewood

Mary Mazzello

Louise Decoppet President, NYCFTA, Inc.

Katharine Cummings

KIRKLAND & ELLIS LLP

601 Lexington Avenue

New York, NY 10022
david.draper@kirkland.com
mary.mazzello@kirkland.com
louise.decoppet@kirkland.com
katharine.cummings@Kkirkland.com

Attorneys for NYCFTA, Inc.

14



EXHIBIT A



TRADEMARK ASSIGNMENT

This TRADEMARK ASSIGNMENT (“Assignment”) is entered into as of
December 10, 2020, (“Effective Date”) by JOSH GATEWOOD, a New York Individual
(“dssignor”) in favor of NYCFTA, INC., a New York not-for-profit corporation (“4ssignee”).

WHEREAS, Assignor owns all right, title and interest in and to the trademark
identified and set forth on Schedule A attached hereto, and all goodwill associated therewith;

WHEREAS, Assignor wishes to assign to Assignee, and Assignee wishes to
acquire from Assignor, the trademark registration set forth on Schedule A attached hereto,
together with the goodwill of the business associated therewith (collectively, the “Mark™); and

NOW, THEREFORE, for good and valuable consideration, the receipt and
sufficiency of which are hereby acknowledged, Assignor hereby sells, assigns, transfers and sets
over to Assignee the entire right, title and interest in and to the Mark, including, without
limitation, any registrations and applications therefor, any renewals and extensions of the
registrations, and all other corresponding rights, including but not limited to common law rights,
that are or may be secured under the laws of the United States or any foreign country, now or
hereafter in effect, for Assignee’s own use and enjoyment, and for the use and enjoyment of
Assignee’s successors, assigns or other legal representatives, as fully and entirely as the same
would have been held and enjoyed by Assignor if this Assignment had not been made, together
with all income, royalties or payments due or payable as of the Effective Date or thereafter,
including, without limitation, all claims for damages by reason of past, present or future
infringement or other unauthorized use of the Mark, with the right to sue for, and collect the
same for Assignee’s own use and enjoyment and for the use and enjoyment of its successors,
assigns or other legal representatives.

Assignor hereby requests the Commissioner of Patents and Trademarks to record
Assignee as the assignee and owner of the Mark.

Fok sk ok %




IN WITNESS WHEREOF, the undersigned have caused this Assignment to be
executed in the parties’ respective names by the parties’ respective authorized officers, as
applicable, as of the Effective Date.

JOSH GATEWOOQOD

o Aol A=/

Name: (/ Josh Gatewood

NYCFTA, INC.

By: M—%ﬂ/

Name: Iésh Gatewood
Title:  President
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a copy of the foregoing filing has been served upon

counsel of record via electronic mail:

Erik Dykema

ZELLER IP GROUP PLLC
155 Water Street, Suite 6-6
Brooklyn, NY 11201
uspto@zellerip.com
erik@zellerip.com
serge@zellerip.com
jessica@zellerip.com

December 11, 202 /s/David N. Draper
David N. Draper
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